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/fa/ 



Dear Sir: 

This is in reply to a new point of argument raised in the 
Examiner's Answer of September 24, 1990 (Paper No. 18). 
NEW POINT OF ARGUMENT 

The new point of argument is presented on pages 7 and 8 of 
the Examiner's answer. 

In fact, the nature of the new point of argument presented 
by the Examiner is such that a reasonable argument could be made 
that it amounts to a new ground of rejection, even though the 
statutory basis and the prior art relied upon were not changed. 

The new point to which this Reply Brief is directed relates 
to a primary novel feature of the present invention, which is that 
an upper conductor structure of the claimed semiconductor device 
includes "an electroplated or electrolessly plated metal plating 
layer" . 

In the Examiner's Answer of September 24, 1990, after the 
explanation of the manner in which the prior art is applied against 
the claims on appeal, the Examiner states, in section (11) at the 
bottom of page 6 of the Answer: "It is true that the transition 
metal nitrides of Howard is not an electroplated or electrolessly 
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plated metal layer." Then, between pages 6 and 7 of the Answer, 
the Examiner states: "It is important to note that the process 
limitation of how the electrical conductor is formed has no 
patentable weight in claim drawn to structure." 

It is thus clear that the prior art rejections involved in 
this appeal are now based on the view that the claim recitation of 
"an electroplated or electrolessly plated layer" is a process 
limitation which is to be given no weight in a product claim. 

Prior to the Examiner's Answer, this view was never stated 
in connection with the prior art rejections. 

In the application, as originally filed, the limitation in 
question appeared in dependent claims 5-7. In the first Office 
action in connection with this application, which issued on June 6, 
1989, the Examiner asserted that the subject matter of claims 5-7 
contained process limitations, but this assertion was presented 
only in a rejection under 35 U.S.C.§112, fourth paragraph, 
asserting that those claims were "of improper dependent form". The 
prior art rejection of claims 5-7 appearing in that action did not 
indicate that the limitations were not being substantively treated. 

Subsequent to the Office action of June 6, 1989, the 
recitation in question was incorporated into claim 1. 

Then, in the final action of November 28, 1989, the Examiner 
again rejected claims 5-7, inter alia , on the basis of the prior 
art, asserting, on page 2 of the action, that the rejection was 
based on the view that the Howard wire structure (composed of a 
nitride layer) was comparable to the claimed "electroplated or 
electrolessly plated metal plating layer" because a nitride layer 
"is just another method to prevent void (crack) beside 
electroplating or electrolessly plating". On page 3 of the final 
rejection, the Examiner presented a rejection of claims 5-7, inter 
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alia , under 35 U.S.C.§112, second paragraph, as being indefinite, 
and the Examiner stated that these claims were still rejected under 
the reason as set forth in the first rejection, (Paper No. 9). 
However,, in Paper No. 9, claims 5-7 had not been rejected under 35 
U.S.C.§112, second paragraph , and there had been no assertion that 
these claims were indefinite. 

Indeed, it is abundantly clear that in the final rejection 
of November 20, 1989, from which this appeal is taken, the Examiner 
dealt with the claim limitation in question simply by concluding 
that the claimed structure was equivalent to the different 
structure disclosed in the Howard patent. 

Now, for the first time , in the Examiner's Answer of 
September 24, 1990, it is asserted that the prior art rejection is 
based on the view that the claim recitation in question is a 
process limitation which is entitled to no patentable weight in a 
claim drawn to structure. 

In the final action of November 20, 1989, claim 1 was not 
rejected on formal grounds. 

Not surprisingly, the Brief on Appeal filed on April 23, 
1990, presented no discussion of the issue of process limitations 
in the pending claims. 

RESPONSE TO NEW POINT OF ARGUMENT 

In support of the view now expressed by the Examiner, i.e. 
that the claim recitation in question is a process limitation that 
can be given no patentable weight, the Examiner cites seven 
published decisions which, it is submitted, do not support his 
position with respect to the claim limitation which is here in 
issue. 

Given the inherent limitations of the English language, 
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there is ample authority for the view that certain apparent 
"process" words in claims can properly be interpreted as structural 
limitations when they are used in an adjective non-process sense 
and adequately define a physical characteristic of the product. 
Chisum, PATENTS , volume 2, 1990, §8 . 05 [5] (page 8-81). 

A leading case on point is In re Garnero , 162 USPQ 221 
(CCPA,1969) (copy attached). Particular attention is drawn to the 
paragraph extending between the first and second columns on page 
223 wherein it is pointed out J^that many limitations that may 
contain process terms are capable of being properly construed as 
structural limitations .( One such term to which the Court refer is 
"welded". The Court further states, in the cited section of the 
decision, that "the correct inquiry therefore, it appears to us, is 
whether the product defined by claim 1 is patentably distinguished 
over the prior art". This decision, despite its age, has been 
cited with approval, and relied upon, in numerous subsequent 
decisions. 

Furthermore, in the present case, the usual objection to 
product by process limitations is not applicable. An electroplated 
or electrolessly plated layer does differ in structure from a layer 
which is formed by evaporation or sputtering, as disclosed by 
Howard, and this difference is readily discernable by microscopic 
observation, even with a purely optical microscope. Under such 
observation, an electroplated or electrolessly plated layer is far 
more homogeneous. 

^There is nothing in the prior art relied upon by the 
Examiner which would suggest to' } one skilled in the art the 
obviousness of replacing a layer formed by evaporation or 
sputtering by an electroplated or electrolessly plated metal 
plating layer. The advantages offered by the type of layer 
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contemplated by the present invention have already been discussed 
in detail in Appellant's Brief of April 23, 1990, particularly at 
page 6, fourth full paragraph. 

As indicated above, the decisions cited by the Examiner are 
not relevant to, or controlling of, the issue to be decided in this 
appeal . 

In re Marosi et al. , 218 USPQ 289, was concerned with the 
weight to be given the limitation "essentially free of alkaline 
metal 11 in a product claim. As in other decisions relating to this 
point, the Court held that a prior art rejection of a claim 
containing product-by-process limitations is appropriate if the 
■prior art product appears to be identical. j\ln the present case, 
the Examiner has not refuted appellant's assertion that the layers 
provided in accordance with the present invention are not, and 
would not under the type of observation normally employed for such 
structures, be found identical to the prior art layer structures. 

Insofar as concerns the Examiners reliance on In re Hirao, 
et al. , 190 USPQ 15, 17 (footnote 3), it must be noted that this 
decision relates solely to method claims and that the cited 
footnote simply reiterates the proposition that in ex parte cases, 
product-by -process claims are not construed as being limited to the 
product formed by the specific process recited. Since the claims 
here on appeal are not product-by-process claims, the observations 
presented in that footnote do not appear to be relevant. 

In re Brown et al. . 173 USPQ 685, was concerned primarily 
with the question of whether any differences had been shown to 
exist between claimed catalysts and catalysts according to the 
prior art. r The decision was based essentially on the conclusion 
that the evidence of record did not clearly establish any unobvious 
differences between the invention, as claimed, and the prior art. 
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The starting point of this decision was that,/ in the absence of 
external evidence, the product disclosed in the prior art appeared 
to be identical to that claimed. Such a starting point does not 
exist in the present case because the types of layers defined in 
the claims on appeal are clearly different from those disclosed in 
the applied reference. 

In re Luck et al . , 177 USPQ 523, was concerned with the 
significance of a recitation relating to the manner in which a 
specified coating is affixed to a glass member. Interestingly, the 
Court recognized that the method of application could well result 
in a difference in the coated article (Page 525) but based its 
affirmance of the final rejection on the fact that certain applied 
references teach the use of the material defined in the claim on 
appeal for affixing the coating. ;Thus, affirmance of the rejection 
was based essentially on the presence of a prior art teaching 
relating to the claim limitation; 1 In the present case, there is no 
prior art teaching of the provision of an electroplated or 
electrolessly plated metal plating layer forming part of a 
conductor structure of a semiconductor device. Thus, In re Luck et 
al provides clear support for appellant's assertions regarding the 
weight which must be given to the claim limitation which is here in 
issue. 

In re Fessmann , 180 USPQ 324, was clearly concerned with a 
true product-by-process claim and the decision was based on the 
conclusion that no basis existed for concluding that the 
composition resulting from the claimed process would differ from 
compositions disclosed in the prior art. The claim at issue in 
that decision contained no recitation which could be interpreted as 
identifying any physical characteristic of the claimed product. 

In re Averv , 186 USPQ 161, related to a product-by-process 
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claim that was found to define a product which was considered to be 

r 

completely disclosed in the prior art. [Prior art relied upon to 
support the rejection of that claim was found to disclose every 

physical, feature recited in the claim. . The only arguments made by 

_j 

the appellant in support of the rejected product-by-process claim 
did not relate to any physical aspect of the claimed product. 
Therefore, this decision does not appear to be particularly 
relevant to the question which is here in issue. 

In re Wertheim , 191 USPQ 90, was concerned with a product 
claim including clear process limitations and the prior art 
rejection was affirmed because a prior art reference disclosed a 

product having parameter values overlapping those recited in the 

i 

claims. I Thus, the decision in this case was based on the 
conclusion that all parameters defined in the claims were disclosed 
in the prior art. j 

Similarly, In re Thorpe , 227 USPQ 964, represented a case 
in which the Examiner provided documentary evidence demonstrating 
that the claimed product was known in the art. This decision noted 
that the appellant had not asserted that the product of his process 
was different from the product of the prior art. Thus, whatever 
basis there existed for this decision, it does not support the 
Examiner's position in the present case. 

In re Pilkinqton . 162 USPQ 145, 147, interestingly, involved 
a case in which the rejection of clear product-by-process claims 
was reversed even though the differences between the claimed 
product and prior art products were of a nature which could be 
viewed as a matter of degree. Therefore, there is nothing in this 
decision which can support the Examiner's view. 

Finally, Johnson & Johnson v. W.L. Gore , 195 USPQ 487, is 
a District Court case which relates to an issued patent. It is 
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generally recognized that the claims of issued patents are 
interpreted in ways different from the claims of pending 
applications. Nevertheless, it is of interest to note that on the 
page particularly cited by the Examiner, page 506, the Court found 
the product -by-process claims of the patent to be valid. Nothing 
has been found in this decision which could be considered to 
support the Examiner's view in the present case. 

* * * * 

The Examiner's Answer presents a new rationale for his prior 
art rejection of the claims and the Examiner has attempted to 
support this rationale by the citation of a large number of 
decisions which, for reasons advanced above, do not appear to 
provide support for that rationale. They have, however, 
necessitated a discussion of each of those decisions. 

* * * * 

In point of fact, all of the decisions discussed above 
/ appear to consistently express the view that every definite 
limitation in a claim must be taken into account, /or given 
"weight", to the extent that they have some physical connotation, 
f If a claim limitation can properly be considered to define a 
physical aspect of a claimed structure, its significance must be 
judged relative to the prior art. In the present case, an 
electroplated or electrolessly plated metal layer has observable 
physical characteristics not possessed by a vapor deposited or 
sputtered metal layer. Therefore, it is believed that consideration 
of those decisions must lead to the conclusion that the claim 
limitation which is here in question must, in any event, be 
substantively considered. 

The issue in this case remains that the prior art does not 
disclose layers of the nature defined in the claims on appeal and 
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does not present any evidence that it would be obvious to replace 
the layer compositions disclosed in the prior art by the claimed 
layers. Moreover, the present specification clearly establishes 
that the types of layers employed in a semiconductor device 
according to the present invention will offers significant 
advantages over layers disclosed in the prior art. 

Under these circumstances, the final rejection of the claims 
is unsupported by the prior art, and reversal of that rejection is 
solicited. 



The present Reply Brief is being submitted in triplicate. 



S PENS LEY HORN JUBAS & LUBITZ 
1880 Century Park East, Ste. 500 
Los Angeles, California 90067 
(213) 553-5050 
(202) 223-5700 



October 23, 1990 



Respectfully submitted, 
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